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DETAILED ACTION 

1. Claims 1-5 have been canceled. Claims 6-16 have been presented for 
reconsideration in view of Applicant's amended claim language and arguments. 

2. Claims 6-16 have been rejected. 



Response to Arguments 

The arguments submitted by the Applicant on November 3, 2004 have been fully 
considered. The Examiner's response is as follows. 

Regarding Applicant's response to the Examiner's objections to the disclosure: 
The Examiner thanks the Applicant for amending the specification and drawings. 



35 USC §112 

Regarding Applicant's response to the Examiner's rejections under 35 U.S.C. § 

112: 

The Examiner thanks the Applicant for amending the claims to address these issues. 



35 USC § 102 

Regarding Applicant's response to the rejections under 35 U.S.C. § 102 of claims 6-16, 
Applicant argued: 

As recited in independent claim 6, which has been amended to emphasize the interaction 
between the evaluator and simulator components, automated evaluation of an application 
program is performed efficiently without the need for an interface or test system device. 

3. The Examiner respectfully traverses the Applicant's arguments based on the 
following remarks. 
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4. Although Applicant argues that the claimed invention performs efficiently without 
the need for an interface or test system device, such a limitation is not recited in claims 
6-7 or 12-16. In fact, claim 6 broadly recites that the evaluator transmits event data and 
the simulator receives data. While it is true that such terminology does not necessarily 
indicate communication means between two computer system and Applicant argues 
that the claimed invention does not require an interface, the specification (paragraphs 
00054-00055) reads as follows: 

For example, API commands and the RAM 10 are used such that the automated evaluate system 
and the simulation apparatus can communicate with each other. However, other 
devices/functions can be used to facilitate such communication. 

Also, the automated evaluation system and the simulator are composed on the same personal 
computer. However, they can be composed on other electronic processors such as workstations. 

The limitations of claims 6 and 16 do not specifically restrict these embodiments, but 

rather correlate to the various embodiments covered by paragraphs 00054-00055. For 

example, a serial communications port, as used by Tuttle, teaches "other 

devices/functions" that "facilitate communication". The Tuttle reference teaches an 

evaluator (host computer) and a simulator (SUT) composed on "other electronic 

processors such as workstations". The Examiner fails to find limitations in claims 6-7 

and 12-16 such that the claimed invention is limited to an embodiment where the 

evaluator and the simulator communicate "without the need for an interface or test 

system device". 

5. Applicant further argues: 

In applicants' claimed system, the application program to be evaluated by automated evaluation 
is the same as the application program that is to be actually implemented. Therefore, no 
automated evaluation system interface program IP is needed, thereby eliminating unnecessary 
functions that may introduce unstable factors and compromise the evaluation process. 
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The Examiner does not agree with Applicant's inference that the presence of Tuttle's 
interface program IP means that the application program to be evaluated is not the 
same as it would be actually implemented. Turtle teaches that the input data is 
emulated such that it appears to the SUT that the input data is being entered into the 
SUT directly (column 9, lines 14-24). Turtle specifically teaches that modifying the 
application program is a deficiency of the prior art at column 2, lines 45-52: 

In addition to the above-mentioned systems, attempts at applying software patches or modifying 
the software application itself to create performance measurement data were unsuccessful, since 
this changed the normal behavior of the software application in unpredictable ways. These 
behavior changes often prohibited accurate performance measurements of the application 
software. 

At no point does Turtle teach modifying the application being tested. 

Further, inasmuch as Applicant's invention does not introduce unstable factors 
and compromise the evaluation process, the Examiner must remark that where 
Applicant's invention executes the evaluation unit on the same architecture as the 
simulation, the evaluator and simulator must compete for resources at least including 
processing time and memory space (paragraph 00048). The evaluator also 
manipulates the simulator's memory space through the use of API commands 
(paragraph 00052). As Applicant describes this relationship as not introducing unstable 
factors or compromising the evaluation process, it is the Examiner's interpretation that 
by the same reasoning, the invention disclosed by Turtle does not introduce unstable 
factors or compromise the evaluation process. 

The Examiner has found Applicant's arguments to be unpersuasive and upholds 
the earlier 35 U.S.C. §102 rejections of claims 6-7 and 12-16. 
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Applicant has amended claim 6 to emphasize the interaction between the 
evaluator and simulator components. Applicant argues that claim 16 is similar in scope 
to claim 6. The amended emphasis has narrowed the scope of claims 6-16. 
Specifically, the limitation that "a determination is made as to whether each simulation 
result is substantially the same as the corresponding reference output result to thereby 
perform an automated evaluation of the application program with respect to the 
corresponding input event" is clearly narrower in scope than the previous limitation of "to 
thereby perform an automated evaluation of the application program". 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. § 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 6-16 are rejected under 35 U.S.C. § 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The term "substantially the same" in claims 6 and 16 is a relative term which 
renders the claim indefinite. The term "substantially" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. There are no criteria given for determining how similar the reference and 
simulation result must be in order to teach this limitation. When comparing the claimed 
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invention to prior art, it is impossible to determine whether the determinations made in 
the prior art satisfies the recited limitation. 

Claims rejected but not specifically mentioned stand rejected by virtue of their 
dependence. 

Claim Interpretation 

8. Regarding claims 6 and 16, the limitations are interpreted without the word 
"substantially". 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. §102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 6-16 are rejected under 35 U.S.C. §1 02(b) as being anticipated by Tuttle 
et al, US Patent No. 5,157,782 hereafter referred to as Tuttle. 

1 1 . Regarding Claim 6, Tuttle discloses a system and method for testing computer 
hardware and software wherein 

a host computer stores input data (column 6, lines 1-6) in the form of input 
events (column 6, lines 55-59; column 33, lines 12-18), 

stores corresponding stored signatures (column 6, lines 31-36; column 29, 
lines 58-60). 
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transmits said input events (column 6, lines 24-30), 

to a Digital Video Signal Processing Unit (DVPU) (column 5, lines 62-64) 
including an emulator (column 11, lines 11-15; column 23, lines 36-50) which 
receives the input events (column 6, lines 24-26), 

emulates the input events on the system under test (column 9, lines 15- 
24; column 28, lines 36-44), and 

comparisons are made between the stored signature and the result of the 
emulated input events on the system under test to validate the results of the 
emulated event (column 6, lines 36-41; column 8, lines 1-7; column 9, lines 53- 
55) 

It is deemed inherent that a computer system which transmits the contents 
of a file or performs comparisons based on their data must read the file. 

Turtle teaches that the host may be a UNIX system (column 33, lines 48- 
60) connected to the DVPU by a RS232 serial data communications port (column 
28, lines 53-59). The UNIX operating system provides access to serial ports via 
device files. A program can communicate across a serial port by opening the 
device file and reading or writing to it, all supported through the use of operating 
system commands. (See Chapter 4 of Linux Network Administrator's Guide, 
enclosed). It is therefore deemed inherent that communication in a UNIX system 
across a RS232 serial data communications port can be done through operating 
system commands. 
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Turtle discloses that the stored signatures are emulation results trusted to 
be valid and used at a later time to validate signatures generated in response to 
emulated input events (column 6, lines 11-16; column 6, lines 36-41). 

12. Regarding Claim 7, Turtle discloses that the DVPU includes a System Under 
Test Interface Port (SIF) (column 11, lines 11-15). The SIF includes a memory (column 

13, line 61-column 14, line 3) or is realized using system memory of the system under 
test (column 25, lines 31-32). The SIF operates as a series of input/output ports 
between the host and system under test (column 26, lines 42-55). The SIF includes TX 
DATA and RX DATA registers (column 26, lines 56-59) which comprise the 
communication path between the host and the DVPU within the system under test 
(column 27, lines 2-4). The DVPU communicates with the host using an industry 
standard RS232 serial data communications (column 28, lines 53-59). Thus the SIF 
includes memory that is accessible to both the emulator of the DVPU and the validator 
on the host. 

1 3. Regarding Claim 12, Turtle discloses 

the use of an test script file (column 7, lines 19-30) which contains the 
input data for each input event to be emulated, and 

generating the signatures that correspond to the input events and storing 
said signatures in a signature file (column 7, lines 41-44). 

Turtle does not explicitly teach the generation of a signature file to 
correspond to each input event but this can be achieved trivially by commanding 
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the DVPU to capture the visual display after each input event is recorded 
(column 6, lines 11-16; column 6, lines 31-36; column 9, column 7, lines 31-38). 

14. Regarding Claim 13, Tuttle discloses that the data stored in the test script files is 
composite data (column 7, lines 23-24), composite data consisting of input data, 
DVPU/Host commands, and comments (column 6, lines 64-66). Also, when the take- 
signature command is stored in the test script file, a command marker is stored with it 
(column 34, lines 58-64). Tuttle also discloses the practice of inserting comment and 
title data into the test script file (column 31 , lines 51-59). 

15. Regarding Claim 14, Tuttle discloses that the most prevalent signature among 
several be stored in the signature file. The frequency of stored signatures can be set by 
the user (column 30, lines 30-35). The presence or omission of a given signature in the 
signature file is a data element relating to the frequency with which it occurs as an 
emulated result. Additionally, storing a take-signature command marker in the test 
script file is intended to identify which take-signature command may have caused an 
error and in this way is identifying data corresponding to each signature stored in the 
signature file (column 34, lines 58-64). 

16. Regarding Claim 15, Tuttle discloses that upon detecting an error, the host user 
receives an indication that an error has occurred (column 8, lines 6-7). Further, the user 
records input events using a keyboard, mouse, or other pointer device (column 33, lines 
13-18) attached to the host computer (column 3, lines 33-35). It is therefore deemed 
inherent that the host system must have a means of display to notify the user of errors 
and to facilitate recording input events generated by a keyboard or mouse. 
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17. Regarding Claim 16, Turtle discloses a method for evaluation a program 
comprising the steps of: 

reading input events from a test script file (column 35, lines 6=12), 
reading corresponding reference results from a signature file (column 35, lines 
28-34), 

emulating the input events (column 35, 23-28; column 28, lines 36-40), 
comparing the resulting signatures with the reference result (column 35, lines 34- 

38), 

performs an automated validation of the program based on the comparison 
between the signature and reference result (column 32, lines 23-29) 

It is deemed inherent that a computer system which transmits the contents 
of a file or performs comparisons based on their data must read the file. 

18. Claims 6-16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Triantafyllos et al. US Patent No. 5,233,61 1 hereafter referred to as Triantafyllos. 

19. Regarding claim 6, Triantafyllos teaches a computer system that utilizes a single 
computer to test the operability of an application which also runs on the same computer 
(column 2, lines 39-61) comprising: 

An evaluator, referred to as a automated function test program (column 3, lines 
39-68), that reads event data for each input event and reference data for each 
corresponding reference output result, referred to as a test case (column 3, lines 
39-68), and transmits data for each input event, referred to as sending 
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keystrokes (column 3, lines 39-68). Inherent is the transmission in response to 
an operating system command, especially in light of the teaching that the 
evaluator and simulator share memory (column 10, line 49 - column 11, line 7). 
Controlling access to memory allocated to other processes is an extremely well 
known function of modern operating systems. The IEEE 100 Authoritative 
Dictionary of IEEE Standards Terms defines "test case" as "A set of test inputs, 
execution conditions, and expected results developed for a particular objective, 
such as to exercise a particular program path or to verify compliance with a 
specific requirement". 

A simulator, referred to as communication program, that receives event data for 
each input event from the evaluator (column 4, lines 20-29), simulates an 
operation of the application program based on the event data for each input, 
referred to as transmitted to application (column 4, lines 20-29) and application 
reads and processes the keystroke to yield screen data (column 9, line 56 - 
column 10, line 3), and outputs a corresponding simulation result in the form of 
simulation data for each input event, referred to as application program's screen 
data (column 4, lines 30-39). 

Wherein the simulation data for each simulation result is compared with the 
reference data for the corresponding reference output result and a determination 
is made as to whether each simulation result is the same as the corresponding 
reference output result to thereby perform an automated evaluation of the 
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application program with respect to the corresponding input event (column 10, 
lines 4-48). 

20. Regarding claim 7, Triantafyllos teaches a memory that is accessible to both the 
evaluator and the simulator, wherein the simulator outputs each simulation result to the 
memory (column 4, lines 30-39; column 10, lines 4-48). 

21. Regarding claim 8, Triantafyllos teaches that the evaluator and simulator are 
embodied in a single computer (column 2, lines 39-61; column 3, lines 39-68). 

22. Regarding claim 9, Triantafyllos teaches that the evaluator is an automated 
function test program (column 3, lines 39-68). It is inherent that a program, in the 
context of a computer-implemented invention, is a program of instructions executable by 
the computer. 

23. Regarding claim 10, Triantafyllos teaches that the evaluator and simulator 
communicate via shared memory (column 4, lines 30-39; column 10, lines 4-48). 
Controlling access to memory allocated to other processes is an extremely well known 
function of modern operating systems. It is therefore inherent that the invention 
disclosed by Triantafyllos accesses the shared memory using an application 
programming interface. 

24. Regarding claim 11, Triantafyllos teaches that the evaluator and simulator 
communicate through the OS/2 operating system and functionality provided thereby 
(column 4, lines 1-29). 

25. Regarding claims 12-14, Triantafyllos teaches that a test case is read to obtain 
the input events and corresponding reference data (column 3, lines 40-68). The IEEE 
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100 Authoritative Dictionary of IEEE Standards Terms defines "test case" as "A set of 
test inputs, execution conditions, and expected results developed for a particular 
objective, such as to exercise a particular program path or to verify compliance with a 
specific requirement". 

26. Regarding claim 15, Triantafyllos teaches that the system comprises a display 
upon which the simulation result and reference result are displayed, referred to as 
program being tested and test case respectively (Fig. 1, reference 43; column 4, lines 
30-39). 

27. Claim 16 recites the method performed by the system recited by claim 1 and is 
rejected for the same reasons given above for claim 1 as anticipated by Triantafyllos. 

Conclusion 

28. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Art considered pertinent by the examiner but not applied has been cited on form 
PTO-892. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason Proctor whose telephone number is (571) 272- 
3713. The examiner can normally be reached on 8:30 am-4:30 pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin J Teska can be reached on (571) 272-3716. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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